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DETAILED ACTION 

1. All outstanding rejections are overcome by applicants' amendment filed 12/6/04. 

In light of the new grounds of rejection as set forth below, the following action is non- 
final. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public poUcy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the **right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed Cir. 1985); In re Van Omum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All F.2d438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fixUy comply with 37 
CFR 3.73(b). 
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3. Claims 57, 59-62, 65-67, 80, 82, and 84-85 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1, 8-9, and 11- 
14 of U.S. Patent No. 6,478,863 (Johnson et al.). Although the conflicting claims are not 
identical, they are not patentably distinct from each other because of the following explanation. 

Johnson et al. disclose modified pigment comprising pigment having attached at least one 
aromatic group X wherein X is substituted with at least one group of the formula -[NIonJR 
wherein R is hydrogen, substituted or unsubstituted alkyl group, or substituted or unsubstituted 
aromatic group, p is 1-500, and [NIon] is polymer of alcohol. It is disclosed that X is further 
substituted with functional group such as carboxylic group or sulfonate group and that the 
pigment has attached a further chemical group. There is also disclosed ink comprising the above 
pigment and Uquid vehicle wherein the ink is an ink jet ink. 

The difference between Johnson et al. and the present claimed invention is (a) Johnson et 
al. disclose polymer of alcohol is attached to pigment while the present claims disclose use of 
polyvinyl alcohol and (b) there is no disclosure in Johnson et al. that the ink comprises 
additional polymer as required in present claim 80. 

With respect to difference (a), it is noted that Johnson et al. disclose modified pigment 
comprising pigment having attached at least one aromatic group X wherein X is substituted with 
at least one group of the formula -[NIonJR wherein [NIon] is polymer of alcohol while the 
present claims require modified pigment comprising pigment having attached at least one 
aromatic group X wherein X is substituted with at least one group of the formula -[polymerJR 
wherein [polymer] is polyvinvl alcohol . 
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However, one of ordinary skill in the art would have recognized that the broad disclosure 
of "polymer of alcohol" in Johnson et al. encompasses polymer having alcohol groups which 
clearly encompasses the specific polyvinyl alcohol presently claimed. Further, it would have 
been within the skill level of one of ordinary skill in the art to recognize that the choice of 
polymer that is attached to the pigment would effect the properties of the pigment including 
water-solubility, stability, molecular weight, etc. which would depend on the desired end use of 
the modified pigment and thus, one of skill in the art would choose specific "polymer of alcohol" 
based on the desired properties of the modified pigment. Thus, it would have been within the 
bounds of routine experimentation, as well as within the skill level of, one of ordinary skill in the 
art to choose polyvinyl alcohol as the specific "polymer of alcohol" depending on the desired 
properties of the modified pigment and its desired end use. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to choose polyvinyl alcohol as the "polymer of alcohol" in Johnson et al. in order to produce 
pigment with desired properties, and thereby arrive at the claimed invention from Johnson et al. 

With respect to difference (b), Johnson et al. is silent with respect to the use of additional 
polymer in the ink composition as is required in present claim 80. 

Applicants' attention is drawn to MPEP 804 where it is disclosed that "the specification 
can always be used as a dictionary to learn the meaning of a term in a patent claim." In re 
Boylan, 392 F.2d 1017, 157 USPQ 370 (CCPA 1968). Further, those portions of the specification 
which provide support for the patent claims mav also be examined and considered when 
addressing the issue of whether a claim in an application defines an obvious variation of an 
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invention claimed in the patent , (underlining added by examiner for emphasis) In re Vogel, 422 
R2d 438,164 USPQ 619,622 (CCPA 1970). 

Consistent with the above underlined portion of the MPEP citation, attention is drawn to 
col. 15, Unes 9-16 of Johnson et al. which discloses that the ink of Johnson et al. does in fact 
utilize an additional polymer such as polyester, styrene-acryUc acid copolymer, styrene-acrylate 
copolymer, etc. The motivation for using such polymer is as a binder. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use additional polymer in the ink of Johnson et al. in order to improve the adhesion of the 
ink to substrate, and thus, one of ordinary skill in the art would have arrived at the present 
invention from Johnson et al. 

Claim Rejections - 35 USC S 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

5. Claims 65-67, 80, 82, and 84-85 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sano et al. (U.S. 5,690,723) in view of Cooke et al. (U.S. 6,1 10,994). 

Sano et al. disclose ink jet ink comprising aqueous vehicle, polymer including copolymer 
obtained from styrene and acrylate, and pigment that is surface treated with resin (col. 1, lines 7- 
9, col.2, lines 25-37, col.3, lines 55-58 and 60-63). 

The difference between Sano et al. and the present claimed invention is the requirement 
in the claims of specific type of pigment. 
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Cooke et al. disclose modified pigment comprising pigment having attached group of the 
formula Ar-C02-R where Ar is aromatic group and R is polymer such as polyamide or polyester. 
Further, it is disclosed that the polymer can include aromatic or alkyl group. Cooke et al. further 
disclose that such pigments are suitable for use in aqueous coatings (col 1, lines 60-67, col.4, 
lines 4-9 and 19-22, col. 10, lines 57-64, and col. 13, Unes 7-10). The motivation for using such 
pigments is that they possess improved dispersability and can improve colorfastness and abrasion 
resistance of the coatings (col.21, lines 54-57). It is noted that colorfastness and abrasion 
resistance are properties particularly relevant to ink compositions where it is important that the 
ink does not fade with time or is able to be smudged or removed from paper on which it is 
printed. 

In light of the motivation for using specific pigment disclosed by Cooke et al, it therefore 
would have been obvious to one of ordinary skill in the art to use such pigment in the ink of Sano 
et al. in order to produce ink with good colorfastness and abrasion resistance, and thereby arrive 
at the claimed invention. 

6. Claims 70-72 are rejected under 35 U.S.C. 103(a) as being .unpatentable over Sano et al 
in view of Cooke et al. as applied to claims 65-67, 80, 82, and 84-85 above, and further in view 
of Johnson et al. (U.S. 5,837,045). 

The difference between Sano et al. in view of Cooke et al. and the present claimed 
invention is the requirement in the claims of modified pigment comprising second chemical 
group. 
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Johnson et al., which is drawn to modified pigment, disclose pigment having attached 
chemical group such as carboxyphenyl or sulfophenyl in order to produce pigment that is more 
easily dispersible and has greater stability than untreated pigment (coL3, lines 37-43, col.7, lines 
30-38, and colli, lines 17-26). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to attach chemical group such as carboxyphenyl or sulfophenyl to modified pigment disclosed 
by Sano et al. in combination with Cooke et al. in order to produce pigment with improved 
dispersability and stability, and thereby arrive at the claimed invention. 

7. Claims 65-67, 80, 82, and 84-85 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sano et al. (U.S. 5,690,723) in view of Hall et al. (U.S. 5,552,458). 

Sano et al. disclose ink jet ink comprising aqueous vehicle, polymer including copolymer 
obtained fi*om styrene and acrylate, and pigment that is surface treated with resin (col. 1 , hues 7- 
9, col.2, lines 25-37, coL3, lines 55-58 and 60-63). 

The difference between Sano et al. and the present claimed invention is the requirement 
in the claims of specific type of pigment. 

Hall et al. disclose modified pigment comprising pigment having attached group of the 
formula R^-Si-AX where aiid R"^ are each Ci-Cio alkyl group, A is divalent radical, and X is 
attached to polymeric backbone. The polymer includes polyurethane and polyester. Hall et al. 
further disclose that the pigment is suitable for use in inks (coll, lines 17-18, col.3, lines 24-32 
and 46-47 and col.4, lines 45-50). The motivation for using such pigment is to produce dramatic 
visual effects not found in other pigments (coll, hues 29-31). 
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In light of the motivation for using specific pigment disclosed by Hall et al. as described 
above, it therefore would have been obvious to one of ordinary skill in the art to use such 
pigment in the ink of Sano et al. in order to produce ink with dramatic visual effect, and thereby 
arrive at the claimed invention. 

8. Claims 70-72 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sano et al. 
in view of Hall et al. as applied to claims 65-67, 80, 82, and 84-85 above, and further in view of 
Johnson et al. (U.S. 5,837,045). 

The difference between Sano et al. in view of Hall et al. and the present claimed 
invention is the requirement in the claims of modified pigment comprising second chemical 
group. 

Johnson et al., which is drawn to modified pigment, disclose pigment having attached 
chemical group such as carboxyphenyl or sulfophenyl in order to produce pigment that is more 
easily dispersible and has greater stability than untreated pigment (col.3, lines 37-43, col.7, lines 
30-38, and colli, lines 17-26). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to attach chemical group such as carboxyphenyl or sulfophenyl to modified pigment disclosed 
by Sano et al. in combination with Hall et al. in order to produce pigment with improved 
dispersability and stability, and thereby arrive at the claimed invention. 
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NOTE: If claims 65 and 80 were each amended to (i) delete polyester and polyamide 
from the list of "polymer" and (ii) insert that X and X' can be the same or different "and are 
directly attached to the pigment", the above rejections under 35 USC 103 would be overcome. 

Allowable Subject Matter 

9. Claim 86 is allowable over the "closest" prior art Cooke et al. (U.S. 6,1 10,994), Hall et 
al (U.S. 5,552,458), and Whitehouse et al. (U.S. 6,337,358) for the following reasons. 

Cooke et al. disclose modified pigment comprising pigment having attached group of the 
formula Ar-C02-R where A is aromatic group corresponding to presently claimed X and R is 
polymer such as polyamide or polyester. However, there is no disclosure or suggestion in Cooke 
et al. that the polymer comprises at least one -X' group that is the same as X and thus, there is 
also no disclosure that the X' group is attached to the pigment as required in present claim 86, 

Hall et al. disclose modified pigment having attached group of the formula R -Si-A-X 
wherein X is then reacted with reactive functionality on a polymer backbone so that the modified 
pigment comprises pigment with attached group that is substituted with polymer. However, there 
is no disclosure or suggestion in Hall et al. that the polymer comprises at least one -X' group 
that is the same as X and thus, there is also no disclosure that the X' group is attached to the 
pigment as required in present claim 86, 

Whitehouse et al. disclose modified pigment comprising pigment having attached group 

e 

of the formula A-R'-C-X-SFR where A is an aromatic or alkyl group corresponding to X as 
presently claimed, X is polymer, and SFR is 6-Ar^ where Ar is aromatic group. While the 
polymer of Whitehouse et al, includes those obtained from monomer such as alkyl 
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(meth)acrylate which corresponds to polymer having X' group as presently claimed, there is no 
disclosure or suggestion in Whitehouse et al. that X' is attached to the pigment as required in 
present claim 86. 

10. Claims 58 and 63-64 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Claims 58 and 64-64 would be allowable if rewritten in independent form as described 
above for the following reasons. 

Cooke et al. (U.S. 6,1 10,994) disclose modified pigment comprising pigment having 
attached group of the formula Ar-C02-R where A is aromatic group corresponding to presently 
claimed X and R is polymer such as polyamide or polyester. However, there is no disclosure or 
suggestion that the polymer is polycarbonate, polyester, polyimide, polyurethane, or polyvinyl 
alcohol as required in present claims 58 and 63-64. Further, there is no disclosure or suggestion 
in Cooke et al. that the polymer comprises at least one -X' group which is attached to the 
pigment as required in present claim 58. 

Hall et al. (U.S. 5,552,458) disclose modified pigment having attached group of the 
formula R^-Si-A-X wherein R^ and R^ are each Ci-Cio alkyl group, A is divalent radical, and X is 

V 

attached to polymeric backbone and wherein X is then reacted with reactive functionality on a 
polymer backbone so that the modified pigment comprises pigment with attached group that is 
substituted with polymer. The polymer includes polyurethane and polyester. However, the above 
attached group is attached to the pigment through -Si-O-M bonds where M represents surface 
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metal on the pigment material such as aluminum, gold, copper, silver, etc. There is no disclosure 
or suggestion that the pigment has directly attached aromatic or alkyl group which is substituted 
with polymer as required in present claims 58 and 63-64. Rather, the attachment in Hall et al is 
through -Si-O-M bond not aromatic or alkyl group. Further, there is no disclosure or suggestion 
in Hall et al. that the polymer comprises at least one -X' group which is attached to the pigment 
as required in present claim 58. 

Whitehouse et al. (U.S. 6,337,358) disclose modified pigment comprising pigment 
having attached group of the formula A-R*-C-X-SFR where A is an aromatic or alkyl group 
corresponding to X as presently claimed, X is polymer, and SFR is 0-Ar where Ar is aromatic 
group. However, the polymer of Whitehouse et al. is obtained from diene or vinyl polymer which 
is in direct contrast to the present claims which require that the polymer is polycarbonate, 
polyester, polyimide, polyurethane, or polyvinyl alcohol. Further, while the polymer of 
Whitehouse et al. includes those obtained from monomer such as alkyl (meth) aery late which 
corresponds to polymer having X' group as presently claimed, there is no disclosure or 
suggestion in Whitehouse et al. that X' is attached to the pigment as required in present claim 58. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E, Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 57 1-272- 11 19. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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